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C. B. Fieet Co., Inc. v. Mosite Drue Co. 
(284 Fed. Rep. 813) 


United States Circuit Court of Appeals, Fifth Circuit 
November 28, 1922 


Trape-MarKks AND TrRADE-NamMes—“PHOsPHO” ANd “PuHospHo-Sopa” FoR 
MepicINAL Preparations—Priortry oF REGISTRATION BY DeEFEND- 
ANT. 


Complainant a manufacturer and dealer in a medicinal product 
bearing the trade-mark “Phospho-Soda” which it registered in the 
Patent Office in the year 1916, has no grounds to sue for infringement 
one who succeeded to title to the registration of the word “Phospho” 
for similar goods made fourteen years prior, and whose use of same 
was continuous thereafter. 

SaME—SAaME—L ACHES. 

Where complainant delayed for nineteen years the bringing of an 
action against defendant, knowing that the latter’s trade-mark was 
registered and in use, it is thereby barred from a right to relief; 
moreover, it is not necessary to plead the defense of laches when the 
facts are disclosed by the bill. 


In equity. Decree for defendant, and complainant appeals. 


Affirmed. 


Fred Harper, of Lynchburg, Va. (Harper § Goodman, of 
Lynchburg, Va., on the brief), for appellant. 

Norvelle R. Leigh, Jr., of Mobile, Ala. (Smiths, Young, Leigh 
§ Johnston, of Mobile, Ala., on the brief), for appellee. 


Before Wacker, Bryan, and Kine, Circuit Judges. 


Kine, C. J.: C. B. Fleet Company, Incorporated (herein 
styled plaintiff), filed a bill in the United States District Court for 
the Southern District of Alabama against Mobile Drug Company 
(herein styled defendant), alleging that since 1894 it had been en- 
gaged in making and selling a medicinal preparation known as 
‘“Phospho-Soda”’. Its sales have been enlarged in volume and ter- 
ritory from time to time, and now embrace all of the Southern 
States, with other territory. In 1916 it registered the trade-name 
‘“‘Phospho-Soda” in the United States Patent Office as a trade-mark. 

The defendant Mobile Drug Company is now, and for a num- 


ber of years past has been engaged in the manufacture and sale of a 
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preparation of like general character and appearance to “Phospho- 
Soda’, under the name “Phospho’’, and under such name is adver- 
tising and selling said preparation in the Southern States, especially 
Alabama and Florida. The word “Phospho” was registered in the 
United States Patent Office as a trade-mark by George P. L. Reid, 
a predecessor in title of said defendant, in 1902. The Mobile 
Drug Company in 1911 acquired the business and title to its prep- 
aration and the rights of Reid and all others in the use of the name 
“Phospho”’. 

The defendant’s preparation was originally made by one 
Shivers, who had been in the employ of C. B. Fleet, the originator 
and first manufacturer and vendor of plaintiff's preparation 
Shivers, on leaving the employment of Fleet, brought with him to 
Alabama certain sample quantities of Fleet’s preparation and asso- 
ciated himself with George P. L. Reid and others, and by analysis 
and study thereof evolved a preparation of like general character, 
appearance and effect on the human system. These persons 
organized a corporation under the corporate name of Phospho 
Chemical Company. The defendant purchased all of its property 
rights. 

From the averments of the bill it would appear that plaintiff 
was not then selling its preparation in Alabama and adjacent states, 
as the allegation is that the defendant and its predecessors em- 
barked in business to anticipate the extension of the sales of 
Phospho-Soda in Alabama and neighboring states. The bill charges 
fraudulent purposes in the manufacture of defendant’s preparation 
and the registration and use of the trade-mark “Phospho”; but no 
facts are alleged supporting such charge, except that Shivers left 
Fleet’s employ, taking with him certain samples of Fleet’s prepara- 
tion, and thereafter analyzed the same and concocted a preparation 
of like general nature and effect, and that in the year 1902 the 
trade-mark “Phospho” was registered. The bill was dismissed on 
exceptions thereto filed by the defendant. 

That neither Fleet, nor his successors in title, had any ex- 


clusive right to manufacture or sell the preparation manufactured 


by him and them, is not disputed. It was open to be manufactured 
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and sold by any one. It is not averred that Shivers was under any 
contract which prevented him from making and vending a prepara- 
tion of like general character and effect. The only contention is 
that the use of the word “Phospho” is an illegal infringement of 
plaintiff's trade-mark, “‘Phospho-Soda”’. 

The word “Phospho” is a descriptive word, denoting “combin- 
ing forms of phosphorus.”” See “Phospho’, Webster's New Inter- 
national Dictionary (Ed. 1912). A similar definition is given in 
other recognized dictionaries. Soda is a well-recognized descrip- 
tive name of a particular drug. 

It might well be contended that both “Phospho” and “Phospho- 
Soda” are such merely descriptive terms as are not the subject of 
valid trade-marks. Standard Paint Co. v. Trinidad Asphalt Mfq. 
Co., 220 U. S. 446, 31 Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 
10]; Warner v. Searle & Co., 191 U. S. 195, 24 Sup. Ct. 79, 48 
L. Ed. 145; Brown Chemical Co. v. Meyer, 139 U. S. 540, 11 Sup. 
Ct. 625, 35 L. Ed. 247. But, if either word is subject to registra- 
tion as a valid trade-mark, defendant’s trade-mark, “Phospho’, has 
been registered since 1902, 14 years before plaintiff's trade-mark 
was registered, and defendant and its predecessors have continu- 
ously used said trade-mark to describe their goods since 1902. 

It cannot be contended that the averments of this bill showed 
such unfair trade as entitled plaintiff to an injunction. The bill 
shows that since 1902 defendant and its predecessors had been 
vending its preparation as “Phospho” in Alabama and neighboring 
states. There is no averment that plaintiff had any trade whatever 
in the territory which defendant and its predecessors were supply- 
ing. Indeed, the complaint is that defendant has long since oc- 
cupied territory into which plaintiff now proposes to extend its 
trade. 

But the court could well have dismissed this bill and denied re- 
lief because of the laches of plaintiff which it disclosed. The de- 
fendant and its predecessors had been manufacturing their prepara- 
tion since at least 1902. Its alleged trade-mark “Phospho” was 
registered in that year. In 1911 this business and all rights in said 


name were disposed of by their then owners to the present defend- 
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ant. During all this time the plaintiff took no steps to prevent the 
building up of said business, the outlay made therein, nor its sale 
to the defendant, after 9 years of prior use by the vendor but sat 
quiet during the continued public conduct thereof by the defendant 
for ten more years, before the bill was filed in this case. It is true 
that plaintiff alleges generally, that it was ignorant of the facts 
until recently ; but no reason why it was so ignorant, no concealment 
by defendant, is alleged. 

It is not necessary that laches should be pleaded, for the court 
to deny relief in a case where the plaintiff's averments disclose it. 
In Willard v. Woods, 164 U. S. 502, 524, the court said “But the 
recognized doctrine of courts of equity to withhold relief from those 
who have delayed the assertion of their claims for an unreasonable 
length of time may be applied in the discretion of the court, even 
though the laches are not pleaded or the bill demured to. Sullivan 
v. Portland & Kennebec Railroad, 94 U. S. 806, 811; Lansdale v. 
Smith, 106 U. S. 391, 394; Badger v. Badger, 2 Wall. 87, 95.” 
Penn Mutual Life Ins. Co. v. Austin, 168 U. S. 685, 697, 18 Sup. 
Ct. 223, 228 (42 L. Ed. 626). We think the facts disclosed by the 
plaintiff's own averments showed such laches as deprives him of 
equitable relief. 

We find no error in the decree dismissing the bill, and it is 


affirmed. 
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CuristinE M. LovGuran ano Curistian W. Retuer v. Quaker 


City CHOCOLATE AND CONFECTIONERY Company, INc. 


District Court of the United States for the Eastern District of 


Pennsylvania 
February 16, 1923 


Trape-Marks—“Quvuaker Crry” anp “QuaKER Marip” ror ConrecrioNeERY— 
AprpeaAL Unper R. S. 4915 rrom Districr or CotumBia Court or 
Aprears—Liabpitiry or Conrusion BY Use or “QuaKker”’—Eauiries 
DeMAND ReEGIstRATION BY APPELLANT. 

Where appellant applied to register as a trade-mark for candy 
the words “Quaker Maid” and was opposed by appellee on the ground 
of its registration of the words “Quaker City” for the same goods, and 
where, unknown to either, the words “Quaker Brand” had long before 
been registered to another as a trade-mark for candy, and it was evi- 
dent that, to allow appellant to register would lead to confusion by 
the probable shortening, in actual use, of each mark to the word 
“Quaker”, it is better to risk the danger of a confusion that cannot be 
escaped than to attempt to escape it by giving to defendant more than 
that to which it has a right; and appellant’s prayer for the allowance 
of her application should be granted. 

SamME—SAME—SAME—J URISDICTION OF Dusrricr Covurr IN 
PROCEEDINGS. 

In the case at issue, the Court is without jurisdiction to interfere 
with the disposition made by the Patent Office of trade-mark registra- 
tions already granted, and appellant’s prayer asking for the cancella- 
tion of appellee’s registration must be denied. 


CANCELLATION 


In equity. On bill brought under R. S. 4915 from decision of 
the Court of Appeals of the District of Columbia. For earlier de- 
cisions in this case, see 10 T. M. Rep. 432 (Pat. off.). 11 T. M. 
Rep. 415 (Pat. off.), 12 T. M. Rep. 220 (C. A. D. C.). 


On trial hearing on bill, answer and proofs. 


Joshua R. H. Potts and Brayton G. Richards, of Chicago, IIL, 
and Geo. B. Parkinson, of Philadelphia, Pa., for plaintiffs. 
Howson & Howson, of counsel, Chas. H. Howson, and Kenvara 


N. Ware, all of Philadelphia, Pa., for defendant. 


Dickinson, J.: This cause as presented is one in which the 
mind cannot rest with satisfaction upon any conclusion which can 
be reached. This is because the real controversy between the 


parties has not as yet been brought before a court. The present 
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struggle is for position. The effort of the defendant is to retain a 
tactical advantage of position from which it can fight the real battle. 
That battle, if it is ever fought, will be waged over the question of 
whether either of the parties has trespassed upon the rights of the 
other. If that question were now before us, the road to a satis- 
factory answer could be followed. If indeed, in this preliminary 
skirmish, the question were whether the defendant should be given 
the tactical advantage sought, this road would not be obstructed. 
The defendant, however, has already been given this advantage of 
position, and the question is whether the plaintiff has the right to 
the aid of the law in driving the defendant out, or to be given as 
good a defensive position from which the impending battle may be 
fought. 

The battle to come is between two trade-marks. The defend- 
ant has not only been allowed registration of its trade-mark but the 
plaintiff has been denied her claimed right to a like registration. 
The present Bill is filed under R. S. 4915. The proceeding is thus 
in effect, although not in form, appellate. It is appellate in effect 
because under R. S. 4915 the decree of any District Court, if it be- 
comes final, may work a reversal of a decree of the Court in the Dis- 
trict of Columbia, which may have denied the allowance of registra- 
tion. More than this, not only has the court, whose decree worked 
this reversal, no appellate authority over the court which denied 
the registration, but the latter court is specially constituted and 
fitted by training and experience to deal with the subject matter. 
There is demanded in consequence more than the usual deference, 
due to a ruling made by another court. The judicial power deals 
not merely with legal rights but with the policies of the law. These 
policies are real things. One is to avoid all conflicts of judicial 


opinion. Appellate courts are sconstituted to minimize this recog- 


nized evil. When a question has once been squarely raised and de- 
cided by one court, for the sake of conformity a second court, be- 
fore which the same question is raised, should make a like ruling, 
if the first ruling can be accepted. The fact, if it be the fact, that 


without the first ruling the second might or would have been differ- 
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ent, is not controlling. Judicial judgments, however, are not wholly 
of volition. They call for the display of the quality of intellectual 
honesty, and imply that they express the real convictions of the 
mind which renders them upon the whole situation, including, of 
course, the earlier ruling. The guide then to what should be done 
is found in the answer to the other question of whether the first 
judgment can be conscientiously accepted. If it can be it should 
be. What reason thus indicates all the authorities confirm. Mor- 
gan v. Daniels, 153 U. S. 120; Greenwood v. Dover, 194 Fed. Rep. 
91; Old v. Kentucky, 234 Fed. Rep. 464; Gold v. Gold, 237 Fed. 
Rep. 84; Gold v. Newton, 254 Fed. Rep. 824. 


The Question Presented 


It is to be noted that the question before the Court for the 
District of Columbia and the question before us was and is a much 
narrower question than that discussed at the argument. It is not 
the judicial question of whether the plaintiff has a right to the 
use of the trade-mark which she claims, nor even whether her trade- 
mark conflicts with that of the defendant. The question is the 
administrative one of whether in view of the fact that the defend- 
ant’s trade-mark has been registered, it is wise to allow the regis- 
tration of another so similar as that confusion is likely to result. 
The ruling is analagous to that of the authority to grant letters 
patent to corporations. If letters patent are applied for granting 
incorporation by a name so like that of an existing corporation that 
confusion is likely to result, the authority passing upon the ques- 
tion is in the exercise of a wise discretion in refusing to be a party 
to creating such an opportunity for deception. This does not imply 
a finding that the first corporation has the exclusive right to a name 
within reach of the choice of any one, although this is in a sub- 
stantial sense a consequence of the refusal to sanction a second in- 
corporation by the same name. It is easy to get in line with this 
thought and in accord with the ruling made when viewed from this 


point of view. The whole question is whether this is, under the 
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facts of the instant case, the right viewpoint. This takes us to the 


facts. 


The Fact Situation 


There is no controversy over the facts. Long before either of 
the parties before us had any rights in the premises, a man known 
to this record as Doniphan adopted and used a trade-mark, which 
he also had duly registered. He was a manufacturer and dealer in 
candies and confections, which he sold under the trade-name of the 
“Quaker Brand’, in conjunction with the figure of a man arrayed in 
what passed for the well-known Quaker garb. It was not until 
1893 that the defendant first adopted and used, as the name under 
which it marketed its candies, that of “The Quaker City’, with the 
figure of a man on a gold seal. This after ten years’ use was 
registered on August 7, 1906, the applicant being then able to com- 
ply with the condition upon which words carrying a geographical 
designation might be registered. About 1912 the plaintiff adopted 
and began the use of her trade-mark, consisting of the words 
“Quaker Maid”, with a girl clad as a Quaker maiden was supposed 
to be clothed. Application was made to have this trade-mark regis- 
tered. Up to this time none of the persons concerned knew of any 
claim to a trade-mark by either of the others. The above men- 
tioned “Quaker Brand” trade-mark then came to light. The owner 
of this first trade-mark had gone out of business and abandoned 
both his common law and statutory rights and thus passed from 
consideration. The application of the plaintiff was then passed for 
publication. This brought the defendant into opposition. The 
Examiner, to whom the application of the plaintiff was referred, 
refused it on the ground already indicated that the two trade-marks 
were likely to cause confusion. ‘The Commissioner took the other 
view and allowed registration. An appeal was taken to the proper 
Court of the District of Columbia, and the ruling of the Commis- 
sioner was reversed and the application for registration rejected. 


Plaintiff thereupon filed the present Bill. It might be added that 


up to the present time the plaintiff has done an exclusively retail, 
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trade and the defendant a wholesale. Either, however, may at any 
time enter upon the field of the other. 


The Pleadings 


The Bill prays for a decree allowing the registration applied 
for by the plaintiff, and also for a decree that the defendant’s 
certificate of registration be surrendered and marked cancelled. 
The defendant moved to dismiss that part of the Bill on which this 
second prayer was based. This motion was denied, the question 
raised being reserved to be ruled as a trial question. The issues 


indicated were then raised by answer. 


Discussion 


At the root of the discussion lies the general subject of trade- 
mark rights. Patents, copyrights and trade-marks excite two 
deeply seated feelings. One is the feeling of any one who has 
originated anything of his right to claim an exclusive property in 
it and to the trade growing out of it. The other is a hatred of 
monopoly. The latter feeling gives way to the former so far as 
to grant limited monopolies through patents and copyrights. This 
is a concession made for the general good aptly expressed in the 
Constitutional phrase. The purchasing public regards this as the 
concession of a privilege; inventors and authors look upon it as a 
right limited only as the price exacted for the aid of the law in 
enforcing it. Mere dealers in commodities are prone to think them- 
selves entitled to a like monopoly unlimited in time. This is a 
mistake. The only right they have is their right to sell their goods 
as such and to protection against the goods of another being palmed 
off upon their customers as theirs. To aid them in the assertion of 
this right they are permitted to mark their goods so as to identify 
and designate them and to name them as their own. Some words 
are merely the names of things. Other words, although used as 
names, imply the existence of certain qualities or characteristics of 
excellence or otherwise. The sound or sight of a word often brings 


with it by suggestion a train of ideas. One of the masters in litera- 
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ture has called such words polarized. The word Quaker is of this 
class. Members of the Society of Friends have the reputation of 
putting conscience and honesty into all that they do or make. Any 
food product which is really Quaker-made carries with it the asser- 
tion that it is wholesome; that its ingredients are genuine and that 
it has been prepared by the use of methods of cleanliness. When 
a manufacturer of candy puts out his products under such a name 
he is advertising its excellence. The aim of all advertising is 
physchological effect. To give any one a monopoly of the use of 
a word of this kind is to give him the exclusive right to so advertise 
his product. There is no purpose in the trade-mark law to confer 
any such right upon him. There is much of the same significance in 
some geographical names. A city may enjoy a reputation for ex- 
cellence in some kind of produce. To assert that a produce is made 
in such a city is an assertion of its merits, and the exclusive right to 
so advertise it transfers to the dealer the benefit of the reputation 
earned by the city. A trade-mark gives no such right. There are 
trade-marks and registered trade-marks. There is no real distine- 
tion between them and no difference except such as flow from the 
fact of registration. The method of proof differs; the tribunal 
which passes upon the right may differ and the form of relief may 
differ. The essential right, however, is the same. It is, as already 
stated, limited to the right of the owner of the trade-mark to sell 
what is his as his so that he may reap the full advantage of what- 
ever a good reputation has earned for him. Beyond this it does not 
go. 

As before indicated, there have already been three rulings 
upon the question before us, two one way and one the other. The 
line of thought leading to the final ruling in the registration pro- 
ceedings, as has been said, is clear enough, and of itself has our 
full concurrence. It may well be that the other viewpoint is an 
anticipation. It has, however, two practical relations to the narrow 
question before us. The thought followed in the ruling made be- 
gins with the proneness to shorten names in common speech. There 


is not so much danger of confusion between Quaker City and 





Cc. M. LOUGHRAN, ET AL. V. QUAKER CITY CHOC. co., Inc. 155 


Quaker Maid. If, however, in common use they are shortened to 
Quaker, as we agree they are likely to be, more or less confusion 
will result. This is a reason and by itself a good reason for refus- 
ing to register one trade-mark so nearly like one already registered. 
The difficulty, however, is that whether so intended or not, the 
effect of the ruling, if it has any effect, is to give to the defendant 
the exclusive use of the word Quaker and to permit it alone to ad- 
vertise Quaker made candies. The objection is akin to that of 
giving the right to the use of the words “Pure Sugar Candies’, or 
“Cuban Sugar” or “Cane Sugar’. Indeed, unless this right is as- 
serted, there is no danger of confusion to be avoided. If the 
answer is that no such right is conferred, then there is no more risk 
of confusion in allowing the registration than in denying it. 

This brings us to the view from which we have not been able 
to get away, that it is better to risk the danger of a confusion 
which may not be escaped in any event than to attempt to escape 
it by the certainty of giving to the defendant more than that to 
which it has a right. If “Quaker Maid” conflicts with “Quaker 
City”, the latter conflicted with “Quaker Brand’. If registration 
could be refused both parties the conclusion would be acceptable. 
That to which we cannot reconcile our mind is to grant it to the 
one and refuse the other. 

The conclusion is that the prayer for the allowance of the 
application of the plaintiff to register her trade-mark should be 
granted. The other prayer for the cancellation of defendant’s 
trade-mark, although reserved to be determined as a trial question, 
was reserved with the plain intimation that this Court was without 
jurisdiction to interfere with the Patent Office disposition made of 
applications which had been granted. 

To this opinion we adhere, and this prayer should be denied. 
We do not regard Baldwin v. Howard, 256 U. S. 35, as in conflict 
with this ruling but, on the contrary, as in line with it. 

To give definiteness of date to the decree made, none is now 
entered, but either party has leave to submit a formal decree in 
accordance herewith, with costs to plaintiff. 
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Warren D. Barron, et Av. v. THe Rex-O1r Company, Inc. 


United States District Court, Western District of Pennsylvania 
April 16, 1923 


“DyaNSHINE” For LeatHerR Potish—Descriprive—Nor INFrincep By “Dye 

AND SHINE” ON SimiLar Goons. 

Where, after plaintiffs had adopted and used within a limited 
territory the trade-mark “Dyanshine” in respect of leather polish and 
dressing, defendant began the use of the words “Dye and Shine” on 
similar goods, it was not guilty of infringement, inasmuch as plaintiffs’ 
mark is clearly descriptive, in spite of misspelling. 

SaME—SAaME—SECONDARY MEANING—WHEN ACQUIRED. 

To establish as a fact that a trade-name, insufficient as a trade- 
mark, has acquired a secondary meaning, something more is required 
than the sole possession of a limited field for a short time. The 
article bearing such trade-mark must be almost universally known and 
must have been in use long enough to have come to the knowledge and 
to have received the acquiescence of the public 

Unrarr Competir1ionN—DissIMiILarity IN Dress aND APPEARANCE OF Goops— 

INFERIORITY OF Propvuct. 

Where no evidence of attempts at, or representations encouraging 
substitution of defendant’s preparation for plaintiff's was produced, 
and there was no proof that the former's article was inferior, save for 
the fact that it sold at a lower price, no case of unfair competition was 
made out. 


In equity. Suit for infringement of the registered trade-mark 


“Dyanshine”’, and for unfair competition. Injunction denied. 


Edward 8. Rogers, Allen M. Reed, and Frank F. Reed, all of 
Chicago, Ill., and Edward A. Lawrence, of Pittsburgh, 
Pa., for plaintiffs. 

Edgar T. Brandenburg, of Washington, D. C., J. F. Branden- 
burg, of New York City, and Edgar W. McCallister, of 
Pittsburgh, Pa., for defendant. 


Gisson, D. J.: The plaintiffs herein seek to enjoin the de- 
fendant company “from using in connection with the manufacture 
and offering for sale or sale of any polish or dressing for leather 
goods or goods of substantially the same descriptive properties, 
plaintiffs’ trade-mark “Dyanshine’ or the colorable imitation, ‘Dye 
and Shine’, or any other colorable imitation thereof and further 


from using any name or names, device, artifice or contrivance cal- 
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culated to induce the belief that the defendant’s product is the 
plaintiffs.” 

The facts, as they have been made to appear to the Court, are 
substantially as follows: 

In July of 1918, Warren D. Barton, a leather worker of Waco, 
Texas, evolved a certain preparation designed to both dye and 
polish leather. This preparation was sold, at first in a small way, 
at Camp McArthur, where it became popular. In time demands 
therefor came from other camps, and in July, 1919, there was a 
considerable demand for it. By that time, the inventor had asso- 
ciated with him several partners, and two or three traveling sales- 
men were employed. The business continued to grow, and by the 
first part of 1920 twenty-five or thirty salesmen were engaged in 
selling the product. It was used chiefly in the South and Middle 
West, but the demand for it was not wholly confined to those parts 
of the country. 

From the first the product was sold as “Barton’s Dyanshine”’ 
and on June 1, 1920, the trade-mark ‘“‘Dyanshine”’ was registered, 
the declaration having been attested on May 21, 1919. The price 
of “Barton’s Dyanshine” was fifty cents per bottle. Some time 
after the original “Barton’s Dyanshine’” was placed upon the 
market, plaintiffs put out other dressings for leather to which the 
term ‘“Dyanshine” was also applied. 

Prior to 1920, according to the testimony of one of the plain- 
tiffs, plaintiffs had not advertised their product to any considerable 
extent, such as had been done being mainly in the shape of cards 
for display in the shops of vendors of the polish, and of novelties. 
In 1920 and thereafter, considerably more money was used in ad- 
vertising, the newspapers, principally in the South and West, being 
employed from time to time, for the purpose. Plaintiffs allege that 
they expended in advertising the sum of $22,237.97 in 1919; 
$39,828.15 in 1920; and $80,740.58 in 1921. (The present action 
was instituted on April 15, 1921.) This testimony is denied by de- 
fendant, which produced a witness who had acted as an agent for 
the plaintiffs from January to October, 1920. He testified that he 


had never seen any newspaper advertising of the plaintiffs, and that 
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in April of 1920 they boasted that their business had been built up 
with an expenditure of $27.00 for advertising. Prior to beginning 
the present case plaintiffs undoubtedly expended considerable 
amounts in advertising. 

In 1908, one Oral D. Logan began, in a small way, the manu- 
facture of shoe polishes and dressings. He did business under the 
name of the Rex Oil Polish and Dye Works. In 1918, a corpora- 
tion of this name was formed to continue the business, the name 
being changed in 1919 to the “Rex-Oil Company, Incorporated”. 
In this period various shoe dyes and polishes had been put on the 
market. In 1921, perhaps six or seven different articles, polishes, 
dyes and cleansers were being sold by this company, among them a 
combined stain and polish for brown shoes. In 1920 it began the 
sale of a combined dye and polish, first under the name of “Rex-Oil 
Dye and Shine”, which was soon changed to “Victory Dye and 
Shine”. This article was first sold in Pennsylvania and contiguous 
states; but in the winter of 1920-1921 several agents began selling 
the preparation in the Southern States, where it came into competi- 
tion with plaintiffs’ product, “Barton’s Dyanshine”. Thereupon 
some dealers began to sell “Victory Dye and Shine’, ceasing to sell 
“Barton’s Dyanshine” in some cases; others sold both products; 
and still others continued to sell only Barton’s preparation. At this 
time the plaintiffs had been manufacturing their product for a 
little more than two years, and had been advertising it in news- 
papers and magazines, although not very extensively, for about one 
year. 

We are first called upon to determine whether or not the word 
“Dyanshine” is valid as a technical trade-mark. After a careful 
consideration of this issue, we have come to the conclusion that it 
is not, because it is descriptive, and therefore invalid both at com- 
mon-law and under the statute. The proof that it is descriptive is 
found in the Bill in this case, wherein the plaintiffs seek to enjoin 
defendant from the use of common English words which correctly 
describe its product because they are a “colorable imitation’ of the 


word “dyanshine”. The statute relative to the registration of 
trade-marks is, in part, as follows: 
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“Provided that no mark which consists * * * merely in words or de- 
vices which are descriptive of the goods with which they are used, or of 
the character or quality of such goods, or merely a geographical name or 
term, shall be registered under the terms of this Act.” 


The plaintiffs are seeking in this action to do the very thing 
which the statute was designed to prohibit. They are endeavoring 
to prevent others from using ordinary words to describe their prod- 
uct, and to monopolize the same words, in substance, to describe 
their own goods. We are inclined to the belief that the bill of com- 
plaint would have been more nearly correct had it stated that the 
word “dyanshine” was an imitation of the words “dye and shine”, 
instead of the reverse. 

Nor does this descriptive trade-mark become any the less in- 
valid by reason of the fact that it is a combination and misspelling 
of the words “dye and shine”, its necessary pronunciation being the 
same. As illustrating this principle, it is perhaps sufficient to cite 
Ungles-Hoggette Mfg. Co. v. Farmers, etc., Co., 282 Fed. Rep. 116 
[6 T. M. Rep. 300], and Trinidad Asphalt Mfg. Co. v. Standard 
Paint Co., 220 U. S. 446 [1 T. M. Rep. 10]. In the former case, 
the Court (C. C. A., 8th Cir.) held the word “Dridip” invalid as 
descriptive, it being a misspelling of “Dry-dip”. “Dridip’” had 
been registered as a trade-mark. In the latter case the Court de- 
clared that “ruberoid’’, a misspelling of “rubberoid’, was not a legal 
trade-mark. The following is quoted from the opinion: 

“We think the evidence supports the conclusion of the Circuit Court 
of Appeals. The only imitation by the Asphalt Company of the roofing of 
the Paint Company is that which exists in the use of the word ‘rubbero’, 
and this only by its asserted resemblance to the word ‘ruberoid’. To pre- 
clude its use because of such resemblance would be to give to the word 
‘ruberoid’ the full effect of a trade-mark, while denying its validity as such. 
It is true that the manufacturer of particular goods is entitled to pro- 
tection of the reputation they have acquired against unfair dealing, 
whether there be a technical trade-mark or not, but the essence of such a 
wrong consists in the sale of the goods of one manufacturer or vendor for 
those of another. Elgin National Watch Co. v. Illinois Watch Co., supra. 


Such a wrong is not established against the Asphalt Company. It does not 


use the word ‘rubbero’ in such a way as to amount to a fraud upon the 
public.” 


We have had little difficulty in arriving at the conclusion that 
the plaintiffs’ word “Dyanshine” is invalid as a technical trade- 
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mark. This conclusion, as we view the matter, requires the denial 
of any prayer for an injunction to restrain the defendant from the 
use of the words “dye and shine”, to describe its product. To 
paraphrase the words in the opinion of the Court in Asphalt Mfg. 
Co. v. Standard Paint Co., supra, to preclude its use (words “dye 
and shine’) would be to give the word “Dyanshine” the full effect 
of a trade-mark, while denying its validity as such. 

It is true that the plaintiffs have offered a considerable amount 
of testimony which tended to establish their claim that the words 
“dyanshine”’, by use in business and advertising, had acquired a 
secondary meaning wherein the original descriptive nature of the 
word was lost. It is claimed that the word has come to indicate to 
the public shoe-dressings of plaintiffs’ manufacture, and that it 
should be protected in the trade-name even though the Court were 
of the opinion that the word could not be claimed as a technical 
trade-mark. 

It is well established that rights may be acquired to a descrip- 
tive trade-name, by long and undisputed use, and by advertising 
and other exploitation of it, which will be protected to the extent 
that rivals will be enjoined from using it to deceive the public by 
inducing the belief that the goods of the rivals were the goods 
manufactured by the person who has properly used it. If the de- 
fendant had used the word ‘“dyanshine”’ in labeling or advertising 
its goods, we should undoubtedly be required to determine whether 
or not such a secondary meaning had been acquired as would require 
an injunction against its use to protect plaintiffs’ rights. Such use 
of the word would, in itself, go far to establish unfair competition 
on the part of the defendant. But the evidence introduced in this 
case does not establish such use of the composite word. Certain of 
plaintiffs’ testimony tends to indicate the possibility of confusion 
on the part of purchasers between plaintiffs’ and defendant’s polish 
by reason of the pronunciation of each product being the same, but 
none was offered to show any written or printed use of the word 
“dyanshine” by the defendant. 


Defendant should not be enjoined from the use of the words 


“dye and shine” to describe its product; and in the absence of any 
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proof of its use, no need exists for an injunction to prohibit itse use 
of the word “dyanshine’”’. 

All unfair competition, however, is not confined to violations of 
a valid trade-mark or to the use of a trade-name which is invalid as 
a trade-mark but is entitled to protection by reason of the fact that 
use or advertisement has given it a secondary meaning. An ex- 
ample is found in the case of Lilly §& Co. v. Wm. R. Warner & Co., 
275 Fed. Rep. 752 [12 T. M. Rep. 1], recently decided by the 
Court of Appeals of this Circuit. The Court held that plaintiffs’ 
word “Coco-Quinine” was invalid as a trade-mark, and refused to 
enjoin the use of the word “Quin-Coco” by the defendants; but 
finding that defendants had specifically devised their preparation as 
a substitute for plaintiffs’ product, and in exact imitation of it, and 
were selling it on the representation that it could be substituted at 
less cost for plaintiffs’ preparation where the latter was prescribed 
by physicians, the Court took steps to protect the public from the 
fraud. 

We have examined the record with some care to determine 
whether or not the testimony establishes the claim of unfair com- 
petition made by the plaintiffs. The contentions of the plaintiffs 
would make this case parallel in many respects to Lilly & Co. v. 
Warner & Co., supra, but the record does not bear out those conten- 
tions. In that case the defendant’s product was in exact imitation 
of that of the plaintiffs’, while in this the only point of resemblance 
between the respective preparations is found in the use of the word 
“Dyanshine” by plaintiffs, and of the words “Dye and Shine” by 
defendants. In chemical composition the polishes do not resemble 
each other. The cartons in which they are packed are different in 
shape, as are the bottles containing the fluid. The plaintiffs’ 
cartons and bottles have thereon in large letters the inscription, 
“BARTON’S DYANSHINE”, and the name of the manufacturers, 
“The Barton Mfg. Co., Waco, Texas”. The defendant’s cartons 
and bottles at one time bore the inscription, “Rez-Oil Co.’s Dye and 
Shine” in large letters, this inscription being later changed to 
“VICTORY DYE AND SHINE”, and had thereon the name of 
the manufacturer, the Rex-Oil Co. of Pittsburgh. Barton's cartons 
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showed the price to be fifty cents, while the Rex-Oil Company's 
gave the price as twenty-five cents. Defendant’s Victory Dye and 
Shine cartons also had thereon a print of an aeroplane. The prod- 
ucts of plaintiffs and defendants were so different in appearance, 
when prepared for sale, that defendant could have had no reason- 
able anticipation of the fraudulent substitution of its “Dye and 
Shine ” for the “Dyanshine” of the plaintiffs among purchasers 
able to read or acquainted with the last-named product. 

The plaintiffs have offered the testimony of a number of wit- 
nesses to prove, first, that ““Dyanshine”, at the time of the alleged 
infringement, had attained a secondary meaning whereby the word 
no longer was understood by the public to be descriptive of a dye 
and polish, but indicated goods of plaintiffs’ manufacture; and, 
second, that defendant sold its ““Dye and Shine” by suggesting to 
dealers that it could be substituted for plaintiffs’ ““Dyanshine” at a 
profit when the latter product was demanded by purchasers. The 
testimony is not convincing as to either of these two contentions of 
the plaintiffs. A number of dealers were examined. They had 
handled Barton’s Dyanshine when it was the only dye and shine in 
the market 





at least in their market. When asked such a question as? 
“When a customer came into your store and asked for “Dyanshine”’ 
(dye and shine) what article did you think they desired?”, they 
naturally replied: ““Barton’s Dyanshine’. But to establish as a 
fact that a trade-name, insufficient as a trade-mark, had acquired 
the secondary meaning claimed, something more is required than 
the sole possession of a limited field for a short time. The article 
bearing such trade-name must be almost universally known and 
must have been in use long enough to have come to the knowledge 
and to have received the acquiescence therein of the public. A 
may sell “Sure-Catch Mouse Traps” in California for five years, 
and B may sell a similar article under the same name and for a like 
period in Massachusetts. A could not prevent B from coming into 
his territory and selling “Sure-Catch Mouse Traps’, by fair 
methods, merely because he had no competition in his immediate 
locality for a time, and because by certain dealers ‘Sure-Catch” 
traps were understood to be traps of A’s manufacture. 


4 
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As to plaintiffs’ allegation that defendant was selling his dye 
and shine upon representations that it could be substituted for Bar- 
ton’s Dyanshine, the evidence is also not sufficient to justify a find- 
ing to that effect. Several witnesses, it is true, stated in their 
affidavits that defendant’s agent, when offering his goods to them, 
had pointed out to them that this article could be used when a cus- 
tomer asked for “Dyanshine’. In one instance, a clerk, who had re- 
fused to look at the goods, is alleged to have been told that the Rex- 
Oil product could be substituted for Barton’s. Later, he states 
that he “‘understood it that way’. In another instance, the dealer 
has given two affidavits; one alleging and the other denying, that 
the agent pointed out the chance to substitute one product for the 
other. It will be noted that this witness never handled Barton’s 
Dyanshine. 

Defendant's agents positively deny any such methods of sale. 
A large number of dealers were examined on behalf of both plain- 
tiffs and defendant, who testify to no such methods. In our judg- 
ment the testimony makes it plain that no general plan existed for 
the sale of the defendant’s product by the representation that it 
could be substituted for plaintiffs’ dressing, and does make it doubt- 
ful whether even a few dealers were solicited to buy it upon such 
inducement. As stated before, the appearance and size of the 
cartons containing the respective polishes differed so greatly, that 
it was possible to palm off one product for the other only upon the 
very indifferent and careless. This is not a case like Lilly & Co. v. 
Warner & Co., supra, 275 Fed. Rep. 752, where the public was 
helpless in case of substitution. 

In their Bill of Complaint, plaintiffs allege certain other mat- 
ters which have not been sustained by the evidence. For example, 
they allege that defendant put upon the market, under another 
name, to compete with plaintiffs’ product, the same product which 
it later called “Dye and Shine’. This product, it is alleged, was 
inferior to plaintiffs’ “Dyanshine” and met with no success, and 
thereupon defendant pasted labels on the cartons, and sold the 
dressing as “Dye and Shine” in the territory where “Dyanshine” 


was well known. The only evidence to sustain this allegation was 
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the introduction in evidence of certain cartons with “Dye and 
Shine” labels pasted thereon. This was explained by defendant’s 
witnesses as‘due to a lack of cartons at the time. On behalf of the 
defense it was also testified, without denial, that its “Dye and 
Shine” was an entirely different preparation than its “Fast Brown 
Leather Dye’. No evidence of inferiority of one product to the 
other was offered, unless inferiority is to be inferred from the fact 
that one product, in a slightly smaller bottle, sold for twenty-five 
cents, and the other for fifty cents. 

Holding, as we do, that plaintiffs’ trade-mark “DYAN- 
SHINE” is invalid as descriptive; that defendant may lawfully use 
the words “DYE AND SHINE” to describe his product; and that 
the evidence does not establish any unfair competition on the part 
of the defendant, the prayers of the bill of complaint must be 


denied. 


Kopret InpustriaL Car & EaQuipMENT Company v. ORENSTEIN 
AND KopprpeL AKTIENGESELLSCHAFT, ORENSTEIN & Koppet Co., 
LIMITED, ET AL. 


United States Circuit Court of Appeals for the Second Circuit 


Unram Competirion—Trapvinc Wirn tHE Enemy Acr—Constirvtion- 
ALITY—Powers AND INTENTION OF CONGRESS. 

It cannot now be questioned that the provisions of the Trading 
with the Enemy Act are constitutional and are now effective. More- 
over, it was apparently the intention of Congress to sell enemy prop- 
erty as fully as the owner thereof could sell. 

Same—Same—Ricut oF Buyer or Enemy Business anp Goop-Witt To 
Protection oF Court or Equrry—NartureE OF SALE. 

The conveyance by bill of sale of an enemy-owned business as a 
going concern, and of the good-will, all registered and unregistered 
trade-marks and trade-names owned by the enemy, conveyed to the 
purchaser the exclusive right of protection of a court of equity from 
interference by former owners or other competitors. Such sale by the 
Enemy Property Custodian was not a sale in invitum, but was com- 
plete as if it were a voluntary conveyance. 

Unram Competirion—ConveYANCE OF Business and Goop-Witt Unnper 
TrapInc Wirn Enemy Act—Use sy Former Enemy Owner oF 
Business oF Corporate NaME or AMERICAN PurRCHASER—SOLICITING 
Former Customers—ApreaL—INJUNCTION. 

Plaintiff, which in 1918 secured by valid bill of sale from the Alien 
Property Custodian all right, title and interest to the business and 
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good-will as a going concern of the business theretofore owned and 
operated in the United States by a German Corporation, Orenstein- 
Arthur Koppel, A. G., the defendant, is entitled to an injunction re- 
straining the latter, in attempting to reorganize its business from 
using the name Koppel-Orenstein and Orenstein and Koppel, Ltd., 
soliciting customers of plaintiff and otherwise endeavoring to regain 
its former business in the United States. 


In equity. Appeal from the United States District Court for 
the Southern District of New York from an order modifying a 
preliminary injunction granted in a suit brought by the Koppel 
Industrial Car and Equipment Company, complainant, against 
Orenstein and Koppel Aktiengesellschaft, Orenstein & Koppel Co., 
Limited, L. E. Hellman and Eric Joseph, defendants. Reversed. 


Larkin, Rathbone §& Perry, of New York City, and Reed, 
Smith, Shaw & McClay, Albert Stickney, Robert J. 
Dodds, and Alfred W. Kiddle, of Counsel, all of Pitts- 
burgh, Pa., for appellant. 

Dyer § Taylor, Hays, St. John & Moore (Geo. Winship Tay- 
lor, Leland B. Dyer, and Arthur Garfield Hays, of Coun- 
sel), all of New York City, for appellees. 


Before Hoven, Manton anp Mayer, Circuit Judges. 


Manton, C. J.: On September 12, 1918, the Alien Property 
Custodian sold the American business and good-will as a going 
concern of a German corporation known as Orenstein & Koppel- 
Arthur Koppel A. G. This German corporation owned and oper- 
ated in the town of Koppel, Pennsylvania, a large plant where it 
manufactured smaller types of railways or industrial material and 
equipment. It maintained an office at No. 30 Church Street, New 
York City and other offices in the principal cities of the United 
States. It carried on a large and profitable business in the manu- 
facture and sale of its products and had the reputation of being the 
largest American manufacturer and seller of such railway and in- 
dustrial material and equipment. It began business in 1897, at 
Koppel, Pa., and in 1909 authority was obtained from the State of 
Pennsylvania to transact its business under the name of the Oren- 
stein-Arthur Koppel Co. It also organized an American subsidiary 








166 THIRTEEN TRADE-MARK REPORTER 


corporation known as the Orenstein-Arthur Koppel Co., under the 
laws of the State of Pennsylvania. But it is denied by affidavit that 
this Pennsylvania corporation transacted business after its organi- 
zation. It is admitted that the German corporation did business by 
virtue of the license granted to it by the State of Pennsylvania in 
the name of Orenstein-Arthur Koppel Co. The name was used in 
its American catalogues, its advertisements and trade circulars. It 
used a trade-mark symbol “O A K” which signified Orenstein- 
Arthur Koppel Company, and this was displayed on its catalogue 
and circulars. The name and the symbol identify solely the Ameri- 
can business of the German company, as well as the business trans- 
acted in other English-speaking countries. The fact appears to be 
that the American catalgoue No. 850 of the company—in pre-war 
days and by the appellant since—used the name Orenstein-Arthur 
Koppel Company with the descriptive trade-mark “O A K’’, and in 
other English-speaking countries other than America, the company 
was referred to as the Orenstein and Koppel-Arthur Koppel Amal- 
gamated, and the descriptive trade-mark used was “O K A K”. The 
catalogue used in America mentioned the officers of the company 
located in the United States and its territory, whereas the European 
catalogue mentioned London as the company’s headquarters and 
referred to various European plants of the company. The largest 
agency of the American branch was located at No. 80 Church 
Street, New York City, and at the Rialto Building, San Francisco, 
California. The American business was practically independent of 
the German business. The works in Pennsylvania supplied the 
entire American trade excepting locomotives, which were not manu- 
factured at Koppel. This plant also supplied the West Indies, 
South America and the Philippines Islands trade of the company. 
During the war period, it was operated independently and was also 
assigned to take care of the Japanese and South American trade. 
Section 12 of the Trading with the Enemy Act vested the Alien 
Property Custodian with all the powers of the common-law trustee 
in respect to all property other than money which has been or shall 
be required to be conveyed, transferred, assigned, delivered, or 
paid over to him in pursuance to the provisions of the Act. And it 
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gave him power to manage such property and do any act or things 
in respect thereof or make any disposition thereof, or of any part 
thereof, by sale or otherwise, and exercise any rights or powers 
which may be or become appurtenant thereto or to the ownership 
thereof in like manner as though he were the absolute owner thereof. 
[It provides for the sale to American citizens at public auction and to 
the highest bidder, after public advertising, of the time and place 
of sale, and this to be where the property or the major portion 
thereof is situated, unless the President, stating the reasons there- 
for, in the public interest shall otherwise determine. It is provided 
that the proceeds be deposited in the Treasury of the United States 
of any such property or rights so sold by him, and at the end of the 
war any claim of an enemy or ally of any enemy to any money or 
other property received and held by the Alien Property Custodian or 
deposited in the United States Treasury, shall be settled as Congress 
shall direct. The sole relief and remedy any person having any 
claim to any money or other property conveyed, transferred, as- 
signed, delivered, or paid over to the Alien Property Custodian, 
“shall be that provided by the terms of this Act.” In the event of 
sale or other dispositions of property by the Alien Property Cus- 
todian, it shall be limited to and enforced against the net proceeds 
received therefrom and held by the Alien Property Custodian or by 
the Treasurer of the United States. 

An executive order under date of February 26, 1918, was made 
providing that the Alien Property Custodian may sell and deliver 
any rights appurtenant to the ownership of corporate stock shares 
or certificates of beneficial interests in cases where such rights 
would lapse unless exercised within a limited time. And it provides 
that 


“The Alien Property Custodian may manage, conduct and operate any 
business belonging to or held for, by, on account of, or on behalf of or for 
the benefit of any enemy in cases where the continuation of such business 
may seem to be necessary to prevent waste or to protect such business. 
And the Alien Property Custodian may sell or otherwise dispose of such 
business or any part thereof, or the assets or any part thereof, whenever 
such sale shall be deemed to be necessary to prevent waste or to protect 
such business And in the management, operation, conduct, sale or other 
disposition of such business the Alien Property Custodian may exercise 
every right, power and authority of the Enemy.” 
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It was determined on June 15, 1918, by Executive order, that 
Orenstein and Koppel-Arthur Koppel Aktiengesellschaft, was an 
enemy within the purview of the Trading with the Enemy Act. The 
Alien Property Custodian on September 12, 1918, after having 
taken possession of all its property, offered it at public auction and 
the appellant became the purchaser for one million three hundred 
and twelve thousand dollars. The deed of this conveyance from 
the Alien Property Custodian provides: 





“All and singular, the money and property, real and personal, tangible 
and intangible, rights, claims, titles and interests, effects and assets of 
every kind and description whatsoever, wheresoever situate in the United 
States, as defined in the “Trading with the Enemy Act’ (excluding however, 
accounts and notes receivable, claims in choses in action, money, cash and 
deposits in bank), and all incidents and appurtenances thereto, and all 
incidents and appurtenances thereto, including the business as a going con- 
cern and the good-will, belonging to or owned, possessed, held and enjoyed 
by, in the name of, or on behalf of, the following and each of them, namely: 
‘Orenstein and Koppel-Arthur Koppel Aktiengesellschaft, registered under 
the laws of Pennsylvania as Orenstein-Arthur Koppel Company; Koppel 
Land Company, Beaver Connecting Railroad Company, Koppel Water 
Company, Pennsylvania Car and Manufacturing Company, Orenstein- 
Arthur Koppel Company, a corporation of Pennsylvania; Universal Rail- 
way Products Company, Koppel Sales Company’.” 


There was conveyed the plant at Koppel, Pa., the shares of 
stock in the charter of the Orenstein-Arthur Koppel Company, all 
registered trade-marks, trade-names and designs owned or used by 
any of the companies. No property of the German corporation as 
such was conveyed, excepting the American property, business and 
good-will. After such purchase at such public auction, the appel- 
lant entered upon the manufacture and the carrying on of the 
American business. It maintained the selling agencies in the 
United States which had been operated by the German companies 
and continued the use of the catalogues and trade circulars, includ- 
ing catalogue No. 850, and the use of the name Orenstein-Arthur 
Koppel Company and the trade-mark symbol “O A K’”, although it 
had organized under the name of the Koppel Industrial Car and 
Equipment Company. 

In 1920, the German corporation attempted to reorganize its 
business in the United States through the appellees Hellman and 
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Joseph, who were formerly agents and who now became agents for 
the German corporation in this business. During the war, these 
gentlemen were interned as dangerous enemy aliens. Since then 
they have become American citizens. They opened an office at No. 
30 Church Street, New York City, and in the Rialto Bldg., in San 
Francisco, California, and the German corporation now advertises 
itself in the San Francisco telephone directory under the names of 
Koppel-Orenstein & Koppel and Orenstein & Koppel, Ltd. They 
solicit customers from the offices in both cities. In March, 1920, 
the German company changed its name to Orenstein & Koppel, 
A. G. This change of name was practically identical with the 
name used in conducting the American business in pre-war times. 
A reasonable inference to be drawn from this change of name is 
that the German corporation is seeking to obtain the business flow- 
ing from the good-will formerly had in this country and this would 
be in direct competition with the appellant. Other circumstances 
indicate the effort to recapture the business which it has lost and to 
take away from the appellant that which it secured in purchase 
from the Alien Property Custodian. Its American headquarters 
are located in the same building in New York City and in San 
Francisco where its principal sales offices were conducted hereto- 
fore. It is endeavoring to sell the same supplies and industrial 
and railway equipment of the type and sizes which were being 
manufactured by the appellant in Koppel, Pa. It is soliciting the 
customers of the appellant and some of these were formerly the cus- 
tomers of the German corporation. Representations are made to 
customers that it is the successor of Orenstein-Arthur Koppel Com- 
pany. This conduct indicates knowledge on the part of the agents 
in this country of the list of appellant’s customers. It is able, be- 
cause of labor conditions in Germany, to undersell the appellant. 
Instances of solicitation are set forth in the affidavits which show 
that Hellman forwarded catalogue No. 850, as well as No. 863 of the 
Orenstein-Koppel Co. of Berlin and Mexico, to a prospective cus- 
tomer and catalogue No. 850 bore on the cover the inscription 


“Orenstein-Arthur Koppel Company”. The affidavits are sufficient 


in the statement of instances and incidents indicating that the ap- 
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pellees are endeavoring to recapture the business which was sold by 
the Alien Property Custodian as claimed by the appellant. 

The question presented is whether such competition in view of 
such sale, entitled the appellant to the aid of the court of equity by 
way of injunctive relief. It cannot now be questioned that the 
provisions of the Trading with the Enemy Act are constitutional and 
are now effective. (Central Trust Co. v. Garvan, 254 U. S. 554; 
Stoehr v. Wallace, 255 U. S. 289; Garvan v. $20,000 Bonds, 265 
Fed. 477.) That Congress in time of war may authorize and pro- 
vide for the seizure and sequestration, through executive channels, 
of property believed to be enemy owned, if adequate provision be 
made for return in cases of mistake, is not debatable. (Central 
Trust Co. v. Garvan, supra.) 

“The Trading with the Enemy Act, whether taken as originally en- 
acted, October 6, 1917, c. 106, 40 Stat. 411, or as since amended, March 28, 
1918, c. 28, 40 Stat. 459, 460; November 4, 1918, c. 201, 40 Stat. 1020; July 
11, 1919, ¢. 6, 41 Stat. 35; June 5, 1920, c. 241, 41 Stat. 977, is strictly a war 
measure and finds sanction in the constitutional provisions, Art. 1, Sec. 8, cl. 
11, empowering Congress ‘to declare war, grant letters of marque and re- 


prisal, and make rules concerning captures on land and water’.” (Stoehr 
v. Wallace, 255 U. S. 239, 242.) 


It was the apparent intention of Congress to sell enemy prop- 
erty as fully as the owner thereof could sell. This was deemed 
ncesssary as a war measure. In the case of a going concern which 
owned good-will or trade-marks, it was clearly intended that these 
concerns should be kept going in order to engage in manufacturing 
or other enterprises which might be needed for the welfare of our 
country during this period. And it had the other purpose of crip- 
pling the enemy to the extent of preventing the enemy from enjoy- 
ing its property or its profits during such period. Likewise it was 
the intention of Congress that the American citizen who was author- 
ized to purchase at public sale, should, if the terms of sale so pro- 
vided, be able to buy and enjoy his purchase as a going concern, 
thereby obtaining all that the German proprietorship consisted of at 
the time of sale. The language of the Trading with the Enemy Act 
clearly embraces this power of sale. To permit of the sale of the 


physical property only would have deprived the purchaser in the 


a 
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instant case of the great value of the good-will of the German cor- 
poration which had made its business and its growth during the 
preceding years. ‘The conveyance by the bill of sale as referred to, 
conveyed “the business as a going concern and the good-will’, to- 
gether with “all registered and unregistered trade marks * * * 
trade-names and the like’, and “all privileges, franchises and rights 
of every kind” owned by the German corporation and its sub- 
sidiaries in the United States. 

We think this conveyed to the purchaser the exclusive right to 
carry on the business in the United States with the right of protec- 
tion of a court of equity from interference by the German corpora- 
tion, for if the present interference be permitted, what was con- 
veyed would, in time, be destroyed. The sale was as complete as 
if it were a voluntary conveyance of its interests in the United 
States by the German corporation. It is not the case of a sale in 
invitum of the good-will and business. Assuming a voluntary sale 
of its good-will and business had been made by the German corpora- 
tion, would it have been at liberty later to impair the good-will by 
seeking the customers of the buyer and carrying on business using 
substantially the same trade-name and trade symbol as they had 
heretofore used? We think not. 

In The Peck Bros. & Co. v. Peck Bros. Co. (118 Fed. 291), a 
similar question was presented to the Circuit Court of Appeals for 
the Seventh Circuit. There, receivers of a manufacturing corpora- 
tion, after continuing the business until, by order of the court, the 
entire property, good-will, trade-marks, etc., of the company were 
ordered sold to a committee representing all the stockholders re- 
organized under the name of The Peck Bros. & Co., dissolving the 
old corporation. Prior to the receivership, the company maintained 
a branch office in Chicago, Ill., and this was in charge of three 
stockholders, one of whom was by name Peck, and he was vice- 
president of the company and one of the complainants in the re- 
ceivership suit. Another of the number was appointed ancillary re- 
ceiver of the Chicago property. Pending the receivership, such 
parties, joined by an attorney for the receivers procured a charter 
from the State of Illinois for a corporation known as Peck Bros. Co. 
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and it engaged in the same business. The new company purchased 
the Chicago stock of the old, but not its good-will. There was but 
one person named Peck, Both companies continued in business in 
the same territory and a confusion of goods resulted, owing to the 
similarity of names with which such goods were stamped. The 
court granted an injunction, holding that using the name of Peck 
Bros. Co. was for the fraudulent purpose of obtaining advantage of 
the reputation and established trade of the old company and in 
violation of the duty which its organizers owed to the old company 
as stockholders. It was held that carrying on a business thereunder 
in the manner shown, constituted competition. And it was further 
held that a sale by a decree of the court of all the property of a 
manufacturing or commercial corporation, including its franchises, 
name and good-will to a reorganized committee representing all its 
stockholders, passes to the purchasers and the reorganized com- 
pany, the right of the company’s trade-name and to protection in 
its exclusive use of the same extent that such protection could 
have been invoked by the old company had it continued business. 

In S. F. Meyers Co. v. Tuttle (183 Fed. 235), a case in the 
District Court for the Southern District of New York, Judge Holt 
ruled that the purchaser of assets, good-will and corporate good 
name at a bankruptcy sale, could maintain an action in equity re- 
straining the sons of the principal stockholder of the bankrupt con- 
cern from carrying on a company known as Myers Company which 
was organized subsequent to the bankruptcy and which attempted 
to carry on a similar business to that previously carried on by the 
bankrupt. We approve the reason for that decision where it is 
said: 

“He purchased the good-will, the outstanding accounts, the subscrip- 
tion lists, and about three-quarters of the tangible assets, paying for them 
many thousand dollars. I think he was substantially the purchaser of the 


business as a going concern, and he is entitled to carry on the business 
without interference or piracy on the part of the Myers.” (P. 237.) 


















After the sale, in this instance, of the good-will of the German 
corporation’s business, it had no right to represent itself as carry- 






ing on that business which had been sold or to use its trade-marks 
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or symbols or to represent itself as a continuer of that business in 
this country. The avenue of relief to it for what it lost, through 


the fortunes of war, is some future action by the Congress, and this 
is made clear by the statute. This is the only relief the German 
corporation can look forward to. It had no right to change its 


name and then have its representatives solicit the business in this 
country using such name and such means as before described in 
seeking the business. It could not attempt to make the public be- 
lieve that it was the same business nor could it advise customers in 
such a way as to impress them that they were continuing the old 
business which ceased by reason of the seizure by the Alien Prop- 
erty Custodian. 

The language of Justice Holmes in the recent case of A. Bour- 
jois & Co. v. Katzel [13 T. M. Rep. 69], instituted for infringement 
of trade-mark (decided January 9, 1923), is pertinent. There he 


said: 


“After the sale the French manufacturers could not have come to the 
United States and have used their old marks in competition with the 
plaintiff * * *. If for the purpose of evading the effect of the transfer it 
had arranged with the defendant that she should sell with the old label, 
we suppose that no one could doubt that the contrivance must fail. There 
is no such conspiracy here, but apart from the opening of a door to one, 
the vendors could not convey their goods free from the restriction to aich 
the vendees were subject Ownership of the goods does not carr: the 
right to sell them with a specific mark. It does not necessarily carry the 
right to sell them at all in a given place.” 


We think that an injunction should be granted as prayed for in 
the Order to show cause issued in the District Court. 
Order reversed. 
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Trape-Marks AND TrapE-Names—“Hava” anp “UNEEDA” 
Nor DrcerriveLy Sim1Lar—APreEAL—AFFIRMAL. 

The word “Hava” as a trade-mark for biscuits is not deceptively 

similar to the word “Uneeda”, used on the same goods, inasmuch as the 

words do not look or sound alike and do not signify the same thing; 

and the Commissioner’s decision dismissing the opposition is affirmed. 


opposition proceeding. Affirmed. 


and that the two marks were deceptively similar. 





NaTIONAL Biscurr Company v. PENNSYLVANIA BakinG CoMPANY 


The Court of Appeals of the District of Columbia 


For Buiscvits— 


Appeal from a decision of the Commissioner of Patents in an 


Wm. L. Symons, of Washington, D. C., for opposer. 
H. B. Wilson & Co., and Joseph W. Milburn, all of Washing- 
ton, D. C., for applicant. 


Smytu, C. J.: The Pennsylvania Company sought to have 
registered the word “Hava” as a trade-mark for crackers or biscuits. 
Notice of opposition was duly given by the National Biscuit Com- 
pany, on the ground that it was the owner of the registered trade- 
mark “Uneeda”’, had adopted and applied it to the same class of 


goods long before the Pennsylvania Company adopted its mark, 


Both tribunals 


of the Patent Office ruled against the opposer, and it appeals. 
The opposer concedes that “the marks are somewhat different 


in appearance and in sound when pronounced,” but says that they 


similarity. To prove the similarity it 


Biscuit” have substantially the same significance. 


analyzes the two words and says that each ends in the same vowel, 
that the letters preceding the final letter in both make a word, and 
that the request to “Hava Biscuit” and the statement “Uneeda 


While these things are proper to be considered, they are by 
g pro} i A 


In each case of this kind 


is whether the marks if used would be 


likely to induce a person seeking the goods of the one producer to 


The words do not look or sound alike, 
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neither do they signify the same thing. Nor do we think that a 
messenger, having any power of discrimination, who was told to 
purchase “Uneeda” Biscuits would be likely to purchase “Hava’’ 
Biscuits believing because of the mark that he was getting the 
former. Many cases are cited by the opposer in which it was de- 
cided that the marks involved in them would lead to confusion if 


registered. But they do not help us, because the words were not 


the same as those with which we are dealing. No general rule of 
decision can be drawn from them. Each proceeded, as this case 
must proceed, on its own facts. 


We are satisfied that the decision of the Commissioner is right, 
and it is therefore affirmed. 


BoysHrorM Brassiere Co., Inc. v. MopisH Form Brassiere Co., 


Inc., Witt1am Rosen, Isaac ZENDMAN, AND Isaac ZENDMAN, JR. 


New York State Supreme Court, Appellate Division, First 


Department 
March, 1923 


Trape-Marks anp Unrair Competirion—“Boysurorm” anp ‘MopisHrorm” 
ror Brassteres—Imirative LerreRING AND 
—Mooptrrep [NsuncTION. 

In an action for unfair competition, where the color, wording and 
general appearance of the respective labels were dissimilar, but de- 
fendants’ trade-mark “Modishform” on brassieres was displayed in a 
form and style of lettering closely identical with that used in printing 
the trade-mark “Boyshform”, used with priority by plaintiff on similar 
goods, the latter is entitled to an injunction restraining defendants’ 
from using on their mark the size, shape and style of script employed 


by the plaintiff. 


ARRANGEMENT—APPEAL 


In equity. Appeal from an order of the Supreme Court, at 


Special Term, New York County, denying a motion for an injunc- 


tion pendente lite. Reversed, and modified injunction granted. 


T. Hart Anderson, of counsel (Aaron Honig, attorney), both of 
New York City, for appellant. 
Isidor Cohn, of New York City, for respondents. 
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McAvoy, J.: The Court at Special Term denied plaintiff's 
motion for an injunction to restrain defendants from using the title 
“Modishform” in connection with the business of manufacturing and 
selling an article of ladies’ wearing apparel. Both parties are 
manufacturers of brassieres, which is an article commonly used in 
the apparel of women. 

In January, 1921, plaintiff registered in the United States 
Patent Office as a trade-mark the word “Boyshform’”’, which design 
or insignia the plaintiff has adopted and used continuously in its 
business since January 1, 1919. The statement in the trade-mark 
declaration shows that it is affixed to the goods and to the packages 
containing the articles by means of a printed label upon which the 
trade-mark is shown. Plaintiff claims to have expended large sums 
of money for all sorts of advertising to popularize this trade-name 
and the form in which it is carried as an insignia. All of the gar- 
ments manufactured by plaintiff contain the trade-name stamped on 
a label sewed or fastened to the bottom of each garment. 

The individual defendant, William Rosen, was in the employ 
of the plaintiff for some two years, and in December, 1921, he left 
plaintiff's employ and became associated in business with the indi- 
vidual co-defendants. Thereafter, one of the defendants organized 
the defendant corporation for the purpose of making brassieres, and 
they have since been carrying on such business under the corporate 
style. The distinction between the labels of the plaintiff and the 
defendant corporation are: That the plaintiff’s label is light blue 
in color, with its name imprinted in a darker blue; that the hook or 
clasp on the label is raised at the end and there is fringe at the 
end of the tape. The defendants’ label is light pink in color, with 
the defendants’ name imprinted in black; the position of the hook 
is reversed, and the tape has no fringed end. The boxes in which 
the garments are contained are of different colors. Plaintiff's is 
white with blue paper covering containing the plaintiff’s insignia, a 
female figure and the word “Boyshform” on top and front of the 
box. The defendants’ box is of yellow covering with no printing 
at all on top of the box, with brown and white label pasted on the 
front of the box containing the defendants’ name. The style of the 
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defendants’ brassiere, the form, shape and printing of the boxes 
are sufficiently distinctive to except their use from a charge of un- 
fairness in competition. Plaintiff’s right to relief must be decided 
by its assertion that the label adopted and affixed by defendants was 
made and fashioned and used in its trade with the deliberate intent 
to imitate the plaintiff's trade-mark, and so deceive and delude the 
public into the belief that the garment manufactured by the defend- 
ant, Modishform Brassiere Co., Inc., was plaintiff’s garment; and 
that its use will beget great confusion by reason of the similarity of 
insignia. ‘There is denial by defendants that they have any inten- 
tion to deceive, or that there is any actual deception of the public 
through any similarity in the labels; they allege that there cannot be 
any likelihood of plaintiff's article being confounded with the de- 
fendants’; and their claim is that the use of the word “Modishform”’ 
adopted by them for their corporate name, imprinted upon their 
labels, is intended merely to indicate that the brassieres of defend- 
ants’ manufacture follow the mold of current form and the glass of 
present fashion. 

The use of the word “Modishform’’, and the sale of brassieres 
even of similar color, texture, trimmings and labels could not be 
held to be methods indicating an unfair competition of de- 
dendants with plaintiff's business. The name is sufficiently dis- 
tinctive to avoid that conception, and the article and its appurte- 
nances are of such common use that, unpatented, any one may sell 
them. The case must depend on whether these defendants are 
using this word or mark upon merchandise of their production so 
simulated in its peculiar and unusual script as to resemble plaintiff's 
registered trade-mark. 

Every question of unfair competition presents issues of fact 
rather than those of law (Coleman v. Crump, 70 N. Y. 578), and 
there can be no hard and fast rule for determining such a question, 
since each case stands upon its own facts (Burrow v. Marceau, 124 
App. Div. 669). The exhibits presented on the argument and the 
facts and circumstances surrounding the use of the title of defend- 
ants’ brassiere are such as to weigh heavily in plaintiff's favor upon 


its claim of attempted simulation of its trade-mark. The word 
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“MODISHFORM” is printed upon the label in the same position 
and in almost the identical script as that of the plaintiff's. The 
plaintiff's trade-mark is written with a broad paraph beneath the 
word. It has a loop flourish projecting towards the left from the 
initial letter ““B’’, wherein the word ““THE” is enclosed. Upon the 
broad paraph the word “brassiere” appears in plain block type, and 
beneath the paraph in plain type appear the words “New York”, 
so that as a whole the legend runs: “THE BOYSHFORM 
BRASSIERE NEW YORK”. 

On defendants’ label the word ‘“‘Modishform” is written in 
identically the same peculiar and unusual script which plaintiff uses. 
It has the same paraph beneath the word and precisely the same 
loop flourish projecting toward the left from the initial letter “M”’. 
This loop, as does the plaintiff’s, encloses the word “THE” at the 
beginning of the legend, and upon the broad paraph of defendant’s 
label appears the word “BRASSIERE” in block type, which is 
an exact imitation of plaintiff's print. Then follows the words 
“New York” in a type similar to that used by plaintiff, the tape 
reading: “THE MODISHFORM BRASSIERE NEW YORK”. 
The sole difference between the two labels is that for the first three 
printed letters of the plaintiff's trade mark “BOY” are substituted 
in defendants’ version the letters “MODI”. In every other re- 
spect the two labels are identical in their shape, style and location 
of script, style and location of ordinary lettering. In these cir- 
cumstances we think that, although the use of the word “MODISH- 
FORM” itself may not be restrained, nevertheless, the adoption 
and use by defendants of so nearly as exact duplicate of plaintiff’s 
form of lettering may be prevented under the injunctive power. 
American Yellow Taxi Operators, Inc. v. Diamond, 202 App. Div. 
490 [12 T. M. Rep. 446]. 

Accordingly the order should be reversed with $10.00 costs 
and disbursements and the motion granted to the extent of enjoin- 
ing defendants from making use in its trade of the size, shape and 
style of script now adopted by plaintiff in the advertisements and 
sale of this article and exhibits in its trade-mark declaration. 

All concur. 
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Harrison TRANSFER Co. v. Harris Transrer & WareHoUsE Co. 
(95 South. Rep. 42) 


Supreme Court of Alabama 
January 11, 1923 


Trape-Marks ANpD ‘TRapE-Names—Unrair Competitrion—Use or Simmiar 

Corporate NAME IN CompETING Bustness—APPEAL—AFFIRMAL. 

Where complainant for many years conducted a trucking and 
transfe r business under the name “Harris Transfer & Warehouse. Com- 
pany”, defendant, in adopting the name “Harrison Transfer Company”, 
establishing itself on the site formerly occupied by the complainant, 
and in various other ways attempting to benefit from the latter’s busi- 
ness reputation and good-will, was guilty of unfair competition, not- 
withstanding the fact that one of its stockholders bore the name Har- 
rison. 

Trape-Marks ann Trape-NamMes and Unrair Competirion—Corporation 

More Resrricrep THAN INpivipuaL IN Use or Name. 

In view of Code 1907, § 3446, forbidding a corporation to assume 
a name so nearly similar to that of a corporation already existing in 
the state as to lead to confusion and uncertainty, a corporation is not 
so immune from attack on the ground of unfair competition by reason 
of its name as is an individual using his family name in business. 

Trape-Marks anp TrApE-NAMES AND Unratr Competirion—Use or Cor- 

PORATION NaMeE Herp Unrarr as Catcuratep to Misreap Cvus- 

TOMERS. 

As against complainant, Harris Transfer & Warehouse Company, 
an old, successful company, it was unfair for the purchasers of a like 
business of an unsuccessful company, in reorganizing, to change the 
name to Harrison Transfer Company, using the name of a holder of a 
single share of stock, and over its place of business, formerly used by 
complainant, and on at least one of its trucks, put the name “Harrison 
Transfer & Warehouse Company”; this tending, and evidently being in- 
tended, to mislead prospective customers. 


In equity. Decree for complainant, and defendant appeals. 


Affirmed. 


William Vaughan and Louis Silberman, both of Birmingham, 
Ala., for appellant. 


John T. Glover, of Birmingham Ala., for appellee. 


Sayre, J.: Complainant, Harris Transfer & Warehouse Com- 
pany, commonly, it appears, referred to as “Harris Transfer Com- 
pany,” filled this bill against the Harrison Transfer Company, seek- 
ing to enjoin the use of the name “Harrison Transfer Company” or 
“Harrison Transfer & Warehouse Company” in the conduct of de- 
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fendant’s business. The proof, in substantial accord with the aver- 
ments of the bill, shows that, of these two incorporated companies, 
both engaged in the transfer and warehouse business, complainant is 
the older company, and formerly did business in the place now oc- 
cupied by defendant. At one time the Rounds Transfer Company 
engaged in the same business in the city of Birmingham; E. W. 
Rounds owning 28 of the 30 shares of its capital stock. The 
Rounds Company was not successful, and after 28 of its shares had 
come into the control of one Erdreich (of which his wife owned 1) 
and J. A. Harrison had acquired 1—the remaining share being re- 
tained by E. W. Rounds—the name of the company was changed to 
Harrison Transfer Company. Over its place of business and upon 
at least one of its trucks appeared the name Harrison Transfer & 
Warehouse Company. There was evidence tending to show that 
defendant company, of which Erdreich is now president and man- 
ager, made conscious effort to draw business away from complainant 
by representing itself to inquirers by telephone as being the com- 
plainant company; this, however, is emphatically denied by defend- 
ant. Mistakes in that method of communication may have easily 
confused the names of the two companies, or defendant’s telephone 
may have been intentionally used by defendant in such manner as 
to induce customers to believe they were dealing with complainant. 
One witness testifies, in effect, that upon one occasion, when she 
went again to defendant’s place of business, asking particularly for 
complainant, who before that had done some hauling for her, she 
was informed that defendant was the company she was looking for. 
It may be conceded that, if complainant’s case rested exclusively 
upon the evidence as to specific dealings with customers, such evi- 
dence, though creating grave suspicion as to the ethics of defend- 
ant’s manner of business, would scarcely suffice to authorize the re- 
lief prayed. 

It seems evident, however, that defendant proceeded upon the 
the theory that, since one of its stockholders was named Harrison, 
it had as much right to use that name as complainant had to use the 
name “Harris’’, and that, since “transfer” is a generic term (Em- 


pire Guano Co. v. Jefferson Fertilizer Co., 201 Ala. 277, 78 South. 
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53), it had an equal right to the use of it. Let it be conceded that 
defendant’s theory in its simple form will hold good, that every in- 
dividual has the right to the use of his own name, and that the word 
“transfer” is public property. It does not follow, however, that the 
relief prayed in complainant’s bill has been inappropriately 
awarded; for here—aside from the alleged dealings in specific in- 
stances—it apears to us to be reasonably clear that, in adopting the 
corporate name under which defendant now does business, and in 
its subsequent practice, by signs even more closely approximating 
the name of the complainant, defendant had in mind the advantages 
of its nominal similarity to that of an old and well-known competi- 
tor, doing a large business, rather than the benefits to follow upon 
the adoption of the name of the owner of a single share of its stock, 
and consciously sought by these means to draw away a share of the 
business which otherwise would have gone to complainant; nor is 
it difficult to perceive that, if these imitations may be used without 
restraint, complainant’s business will suffer. In Stiz v. American 
Piano Co., 211 Fed. 271, 127 C. C. A. 689, the United States Cir- 
cuit Court of Appeals, observing that “it is now settled beyond con- 
troversy that a family surname is incapable of exclusive appropria- 
tion in trade,” and that “‘the right of every man to use his own name 
in his business was declared in the law before the modern doctrine 
of unfair trade competition had arisen,” yet declared that, if a name 
has previously become well known in trade, the newcomer must 
exercise reasonable care to avoid confusion which will result in 
injury to the other. Many cases along this line are discussed in 
Nims on Unfair Competition (2d Ed.) §§ 67-81. Defendant is not 
quite in a position so immune to attack as an individual using his 
family name in business, for defendant is a corporation forbidden 
by law (section 3446 of the Code), whatever stockholder’s name it 
may desire to make prominent, to assume any name “which is 
identical with that of any corporation already existing in this state, 
or so nearly similar thereto as to lead to confusion and uncertainty.” 
Nor, on the other hand, has defendant used precisely the surname 
which appears in the name of the complainant corporation. Still, 
as already indicated, our opinion is that defendant has not only 
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failed to use due care, but has consciously sought to imitate in vari- 
ous ways the corporate name and business accessories first used by 
complainant, all this in a manner very reasonably calculated to 
mislead complainant’s prospective customers, a result which might 
have been avoided by the use of the slightest care in the premises. 
The applicable law has been elaborately discussed in G. B. Mclay 
§& Son Seed Co. v. McVay Seed & Floral Co., 201 Ala. 644, 79 
South. 116, a case which affords ample authority for our conclusion 
that the chancellor’s decree, enjoining defendant (appellant) from 
using the name “Harrison Transfer Company”, or the name “Har- 
rison Transfer & Warehouse Company’”’, in the conduct of its busi- 
ness or in advertising the same, and from representing to pro- 
spective customers, or others, that defendant is complainant, is well 
grounded in law and fact, and should be affirmed. 
Affirmed. 


Anpverson, C. J., and GarpNER and Miter, JJ., concur. 


A. FInKENBERG’s Sons, INc. v. Morris ADEST 
New York State Supreme Court, First Department 
December 15, 1922 


Unrair Competirion—INTERFERENCE Witrn Bustness—Uset sy Emp.oyers 
or Emproyer’s Recorps to Secure Cusromers For Former—In- 
JUNCTION. 

Defendants, by establishing a competing business while in the 
employ of plaintiff, soliciting and selling to the latter’s customers, and 
inducing other salesmen to break contracts with the plaintiff, were 
guilty of unfair competition with it and a temporary injunction will 
issue. 

Same—SamMe—Derense—Forreitinc Securiry Nor an Exemption oF 
OBLIGATION. 

The forfeiting by defendants of a cash security deposited with the 
plaintiff to guarantee the faithful performance of a contract did not 
relieve the former of their obligation to perform. 


In equity. Appeal from an order of the Supreme Court, made 
at the New York Special Term denying plaintiff’s motion for a 
temporary injunction restraining the defendants, during the pend- 
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ency of the action, from interfering with plaintiff's business. Re- 


versed. 


Wise & Seligsberg (Leon Lauterstein, of counsel), of New 
York City, for the appellant. 
Joseph W. Umans, of counsel, of New York City, for the re- 


spondents. 


Fincn, J.: The facts, in so far as necessary to call attention 
to the questions presented, are as follows: The plaintiff is engaged 
in the business of selling furniture, etc., at retail on the installment 
plan. Its business has been established for upwards of fifty years, 
and requires the services of over one hundred salesmen and col- 
lectors. In 1917 plaintiff employed defendants Adest and Eisen, 
and in 1919 the defendant Birnbaum, as collectors and salesmen 
under contracts providing in part that said defendants, while in the 
employ of the plaintiff, would not directly or indirectly solicit any 
business or secure or recommend any customers to any one, except 
the plaintiff and if said defendants should be discharged or volun- 
tarily leave the employ of the plaintiff, they would not for a period 
of ninety days from the date of termination of the employment call 
on any of the customers of the plaintiff. The duties of the defend- 
ants were to keep in touch with customers, to make collection of in- 
stallments due, grant extensions, ete., and solicit further trade. 
Defendants were intrusted with the possession of plaintiff's cus- 
tomers’ cards containing confidential information relating to the 
plaintiff's customers located in the routes assigned to these defend- 
ants. 

It appears that these defendants, while in plaintiff's employ 
conceived the idea of doing business as copartners under the name 
of American Speciality Company, and opened a store within ten 
blocks of plaintiff’s store, and one of the defendants for nearly two 
months thereafter, and two of the defendants for nearly three 
months thereafter, continued in plaintiff’s employ, and while so em- 
ployed and drawing their salaries, proceeded to sell their goods to 
plaintiff's customers and otherwise divert the plaintiff's customers 
to themselves. It is also alleged that, after the termination of 
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their employment with plaintiff, they have continued to canvass 
customers of the plaintiff, and have sought to induce other salesmen 
of the plaintiff to break their contracts with the plaintiff, and that 
defendants also have sought to induce persons owing money to the 
plaintiff not to pay the same. 

It would seem clear that plaintiff is entitled to an injunction 
pendente lite to restrain the defendants from the acts set forth in 
the preceding sentence. The defendants urge that, inasmuch as 
their contracts of employment require them, respectively to put up 
$300 as security for their faithful performance of the conditions of 
the agreement, which sums it was agreed should be liquidated dam- 
ages to the plaintiff for any violation by the defendants of their 
covenants, the plaintiff is precluded from any further remedy, and 
that the defendants may solicit the customers of the plaintiff with 
impunity. 

The Legislature of this State has recognized the right of a 
business concern, whose trade and patronage have been secured 
by years of effort and advertising, to protection in the names and 
good-will of its customers, and has made it a penal offense for 
any one having or obtaining access to any original list or other 
collection of the names of customers, not less than 500 in number, 
used in connection with any lawful business, to copy or cause the 
same to be copied or make use of the information contained therein 
for his own benefit or advantage or that of any person other than 
the lawful owner. (Penal Law, § 553, Subds. 6, 7.) The com- 
plaint alleged that the plaintiff's customers far exceeded 500 in 
number. 

The defendants seek to limit this common-law right of the 
plaintiff by, and to use as a shield, the very contract which plaintiff 
obtained for further protection; but it is clear that the defendants 
cannot take advantage of this contract, even if its terms were sus- 
ceptible of the construction for which defendants contend, since 
they are not able to show due performance of the terms of the con- 
tract on their part. Furthermore, a reading of the whole contract 
shows an intent that the provisions of the covenants therein should 


be performed, and not that the defendants might, by forfeiting a 
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security given for the performance of the contract, be relieved of 
their obligation to perform. (Diamond Match Co. v. Roeber, 106 
N. Y. 478, 486.) 

It follows that the order appealed from should be reversed, 
with ten dollars costs and disbursements, and the motion for an in- 
junction pendente lite granted. 

CrarkeE, P. J., Smiru, Pace and Greenspan, JJ., concur. 

Order reversed, with ten dollars costs and disbursements, and 


motion granted. Settle order on notice. 


Coxi. W. F. Copy Historica, Picture Co. v. CoLtoniaL AMUSEMENT 


Co., ET AL. 


United States District Court, District of Colorado 


November 27, 1922 


Trape-Marks anv ‘Trape-Names—No Ricuts Aparr From Bustness—As- 

SIGN MENT. 

A common-law trade-mark or trade-name, does not by itself con- 
stitute property, when dissassociated with the business that it is sup- 
posed to designate or protect and an attempted assignment of it 
except as incidental to some established business or property—does 
not create any exclusive rights to the same. 

Same—Same—“Burrato Biri” as Morton’ Picrure Trrte—Seconpary 

MEANING—LACHES. 

In an action to restrain defendant, an amusement enterprise, from 
using the name “Buffalo Bill” in its motion picture productions, on the 
ground of prior right thereto conveyed from William F. Cody, known 
as “Buffalo Bill”, plaintiff cannot, from the mere production and pre- 
sentation of a picture under the direction of Col. Cody and entitled 
“Adventures of Buffalo Bill”, which picture met with but limited suc- 
cess, obtain an exclusive right to such name, particularly as the name 
seems to have acquired a secondary meaning, so that to the public it 
is associated as much, if not more, with the particular phase and period 
of American life, as with the personality of Col. Cody. Moreover, if 
the latter had desired to keep in himself any exclusive use of the name, 
he should have asserted his rights with reasonable promptness many 
years ago, and it is now too late for anyone to assert them in his be- 


half. 





In equity. On motion for preliminary injunction. Denied. 
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Ernest Morris, of Denver, Colo., for plaintiff. 
John A. Rush, of Los Angeles, Calif., and Foster Cline, of 
Denver, Colo., for defendant. 


Symes, District Judge: This is a motion for a temporary in- 
junction to restrain the defendant from using as part of the name 
or title of any motion picture the term “Buffalo Bill’, either di- 
rectly or indirectly, or the likeness of Col. William F. Cody, 
“Buffalo Bill”, in advertising any motion picture. In September, 
1913, Col. William F. Cody, commonly known as “Buffalo Bill’, to- 
gether with two other parties, organized the plaintiff corperation, 
pursuant to agreement (Exhibit X-11), for the purpose of manu- 
facturing commercial motion pictures depicting the life and ad- 
ventures of “Buffalo Bill’, and exploiting by said pictures his name 
and reputation. Between that date and 1917, the plaintiff pro- 
duced and exhibited commercially a picture with Col. Cody as the 
principal actor, depicting certain Wild West scenes and Indian 
battles. 

It is further alleged that the plaintiff thereafter copyrighted 
said picture under the title of “Adventures of Buffalo Bill’, and 
spent large sums of money in advertising the same throughout the 
United States, as a result of which the picture came to be generally 
and peculiarly known as the “Buffalo Bill’ motion picture. Col. 
Cody was an officer of the complainant corporation, and devoted his 
personal efforts to the production and management of the pictures 
up to the time of his death in 1917. 

The defendant is a producer and exhibitor of motion pictures 
on a very large scale throughout the United States, and in 1921 
photographed or manufactured a moving picture depicting, as it 
claims, the life and development of the section of America in which 
Col. Cody made his reputation. It appears that “Buffalo Bill’ is 
only one of the many characters portrayed; other characters being 
Abraham Lincoln, the members of his cabinet, several prominent 
military characters of that time, John Wilkes Booth, and the Indian 
known as “Sitting Bull”. Defendant claims its picture is not con- 


fined to the exploits of “Buffalo Bill’, but portrays various episodes 
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of the Civil War, the assassination of President Lincoln, life of 
General Grant, and the construction of the Union Pacific Railroad, 
and what might be called the frontier life of the West from 1861 to 
1869. Early in the present year defendant selected as the name 
for its picture “In the Days of Buffalo Bill’, and spent large sums 
of money in advertising, made many contracts for its exhibition, 
and was beginning to exhibit the same, when this suit was instituted. 
It further appears that the complainants put the defendant upon 
notice of their rights in January, 1922. 

The evidence before the court consists of numerous and lengthy 
affidavits and briefs, and the case has been argued at great length. 
Counsel are admonished that affidavits should properly contain only 
recitals of material facts and particulars, and not sweeping con- 
clusions of fact and law. The court is interested in what affiants 
know about facts; but what their individual opinion of the case is 
is wholly irrelevant, of no interest, only incumbers the record, and 
places unnecessary labor on the court in extracting the facts from 
self-serving arguments. 

It is conceded that the only question of law involved is that of 
unfair competition, which has been defined in the very recent case 
in this circuit, The Pyle National Co. v. Oliver Electric Manu- 
facturing Co. (C. C. A.) 281 Fed. 632, at page 634, as follows: 

“Unfair competition in business consists in palming off the goods or 
wares of one manufacturer on the public, as purchasers, as and for the 
goods or wares manufactured and furnished by another. Unfair competi- 
tion in business, therefore, is based on the idea some deception is practiced 
by the seller or furnisher of the goods.” 

Two defenses are set up: First, that the complainant has not 
shown any right or title to the exclusive use to the name or title 
“Buffalo Bill’; and, secondly, that the name is of such old, wide- 
spread, and established use that it has acquired a secondary mean- 
ing, so that an exclusive use to the same cannot now be asserted. 

Considering the first point: The complainant’s title is based 
upon Exhibit X-11, a three-party agreement between George K. 
Spoor, of Chicago, a motion picture expert, as one party, F. G. 


Bonfils and H. H. Tammen, as another, and Col. Cody as the third, 
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whereby they agree to organize the complainant corporation to pro- 
duce and exploit motion pictures. After the company was organ- 
ized as aforesaid they produced a picture now entitled “Adventures 
of Buffalo Bill’, under the personal direction of Col. Cody, and the 
same was exhibited to some extent throughout the United States, 
particularly in theatres not devoted exclusively to motion pictures. 
Col. Cody did not in this contract, or in any other way we are ad- 
vised of, attempt to assign or sell any established business, good- 
will, or exclusive rights of any nature to his name or the title 
“Buffalo Bill’, or any property right that he may have been able to 
assign by reason of the previous exploitation of his name and life in 
connection with amusement enterprises. 

The complainant claims it caused its “Buffalo Bill” pictures to 
be duly copyrighted under the above name, but there is no evidence 
to support this allegation. On the contrary, that particular title 
was copyrighted by a stranger to this record, and there is no proof 
that the name or the material object thereof has been assigned to 
the complainant. U.S. Comp. Stats. §§ 9562, 9563. 

The complainant does not assert that the scenes or matters con- 
tained in defendant's picture in any way imitate its picture; their 
main contention being that they alone are entitled to use in any 
way the words “Buffalo Bill’, as the whole or part of a title for 
motion pictures. 

A common-law trade-mark, or trade-name, does not by itself 
constitute property, when dissassociated with the business that it is 
supposed to designate or protect, and an attempted assignment of it 
—except as incidental to some established business or property— 
does not create any exclusive rights to the same. MacMahan 
Pharmacal Co. v. Denver Chemical Mfg. Co., 118 Fed. 468, 51 C. 
C. A. 802; Kidd v. Johnson, 100 U. S. at page 620, 25 L. Ed. 769; 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 39 Sup. Ct. 48, 63 
L. Ed. 141. We are therefore of the opinion that at the time of 
the organization of the complainant company, and at no time there- 
after did Col. Cody attempt to assign to complainant any estab- 


lished business, or any exclusive rights or common-law trade-mark 
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that he might have in his name, or the use of the same for amuse- 
ment purposes. 

This brings us to the question of whether or not the complain- 
ant acquired a common-law trade-mark to the name or title in ques- 
tion, by reason of the picture it did produce under the supervision 
and direction of Col. Cody. There is nothing before us to show 
what its title was. Complainant’s later picture—whether the same 
one we are not advised—entitled “Adventures of Buffalo Bill’, had 
a very limited run, comparatively speaking if we consider the vast 
extent of the moving picture business, and the amount of display 
and exploitation necessary to make a picture successful, and gen- 
erally known to the theater-going public. The statements in the 
reports of the complainant company to the secretary of state of 
Colorado, pursuant to law, and the affidavit of Mr. Spoor, negative 
the claim that the complainant built or established any very large 
business for its picture. 

The affidavits demonstrate that the name “Buffalo Bill’ had 
been used not only by Col. Cody himself, but by many other persons 
for various public purposes, including numerous plays, stories of 
adventure, circuses, and Wild West performances, for many years 
before the discovery of motion pictures, and thereafter for moving 
picture purposes before the complainants produced their picture. 


Many of these productions and books were copyrighted, some as 


early as 1871, apparently without the license or authority of Col. 


Cody, and have long since expired. 

Col. Cody in his autobiography states that he was first given 
this title as the result of his success as a buffalo hunter in supplying 
meat to the construction gangs of the Union Pacific Railroad in 
1867. In 1871 a play entitled “Buffalo Bill” was copyrighted by 
one Fred Maeder, and presented in New York in February, 1872, 
and enjoyed a successful run. Col. Cody, who at that time had 
not entered the amusement field, attended the performance, and 
apparently made no objection. A year later he performed for the 
first time as an actor in a play entitled “The Scout of the Plains’, 


which seemed to have competed with the original play of “Buffalo 
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Bill” above referred to. He thereafter appeared in other plays 
depicting the life of the then Wild West, none of them under the 
name of “Buffalo Bill’. It is not claimed that he ever objected to 
the very extensive use of the title made by numerous playrights, 
showmen, and authors. Later, and previous to 1913, the “Buffalo 
Bill and Pawnee Bill Film Company” produced a moving picture 
entitled “Buffalo Bill” that was advertised and shown to some 
extent, and trade papers of that time contained advertisements 
offering to sell state rights thereto. 

Further, at the present time, one Col. G. W. Lilley, “Pawnee 
Bill”, the former partner of Col. Cody in the later enterprise, makes 
claim to the exclusive ownership of the title and names of W. F. 
Cody, “Buffalo Bill’. It appears that the commercial value of the 
name “Buffalo Bill’, as applied to amusement or theatrical produc- 
tions, was fully established, and widely known, long prior to the 
production of the complainant’s picture. There is no evidence to 
show that the complainant, through its efforts or expenditures, 
created or established this reputation or commercial value of the 
name of “Buffalo Bill”. Further, we are not convinced that the 
theater-going public in any way associates the name “Buffalo Bill’, 
as applied to motion pictures, with the particular picture produced 
by the complainant, or that the reputation of the complainant’s 
picture is such that any other production of similar scenes under 
such a title as complainant is using, would amount to unfair com- 
petition within the definition set forth above. 

The defendant’s advertising matter is not calculated to lead the 
public to believe that “Buffalo Bill” himself appears in its picture. 
lieve that this would prevent the defendant from showing its picture 
“Col. Cody, ‘Buffalo Bill’, in the Adventures of Buffalo Bill’, as is 
usual where a particular actor or star is featured. We do not be- 
lieve that this would prevent the defendant from showing its picture 
under its title “In the Days of Buffalo Bill’, especially where its 
advertisements state the name of its leading actor, director, and 


that the defendant is the producer. In discussing the question, the 
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Supreme Court has said in McLean v. Fleming, 96 U. S. 245, at 
page 255 (24 L. Ed. 828): 


“Colorable imitation, which requires careful inspection to distinguish 
the spurious trade-mark from the genuine, is sufficient to maintain the 
issue; but a court of equity will not interfere, when ordinary attention by 


the purchaser of the article would enable him at once to discriminate the 
one from the other.” 


See, also, Wrisley Co. v. Iowa Soap Co., 122 Fed. 796, 59 C. 
C. A. 54. 

The authorities clearly established that there is no such thing 
as property right in a common-law trade-mark, except in connection 
with an established business, sufficiently well known to the public, 
so that when a similar article—or, as here a motion picture—is put 
upon the market, the public interested at once associates it with the 
product of the party claiming the common-law trade-mark. United 
Drug Co. v. Rectanus Co., 248 U. S. 90 at page 97, 39 Sup. Ct. 48, 
63 L. Ed. 141; Hanover Star Milling Co. v. Metcalf, 240 U. S. 
403, 36 Sup. Ct. 357, 60 L. Ed. 713; Manners v. Triangle Film 
Corp., 247 Fed. 301, 159 C. C. A. 395. 

The name seems to have acquired what is known as a secondary 
meaning, so that to the public it is associated as much if not more, 
with the particular phase and a period of American life as it is 
with the personalty of Col. Cody. The Supreme Court says, in 
Sazlehner v. Eisner §& Mendelson Co., 179 U. S. 33, 21 Sup. Ct. 7, 
45 L. Ed. 60, that if a name becomes largely known in the trade 
with the assent and acquiescence of its creator, he cannot thereafter 
assert his right to its exclusive use. If Col. Cody had desired to 


assert or keep in himself any exclusive use of the name, he should 


have asserted his rights with reasonable promptness many years 


ago, and it is too late now for any one to assert the name in his 
behalf. A name, having been previously appropriated and used 
for trade purposes, is not subject thereafter to the exclusive appro- 
priation that the law recognizes and protects. Columbia Mill Co. 
v. Alcorn, 150 U. S. 480, 14 Sup. Ct. 151, 87 L. Ed. 1144. 

The complainant, in order to entitle it to the extraordinary 


remedy asked for, must sustain the burden of proof that without the 
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injunction it will suffer greater harm than the injury occasioned to 
the defendant would be, in the event that the injunction was 
granted; and we do not believe it has done so. The defendant, as 
far as the proof goes, is amply able to respond in damages, and, 
in view of the large amount it has expended so far upon its picture, 
will suffer great loss if restrained. 

The motion for a preliminary injunction is, for the reasons 
stated, denied. 








